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DETAILED ACTION 

The application of KOLB et al., for a "SYSTEM AND METHOD FOR TESTING 
APPLICATIONS AT THE BUSINESS LAYER" filed October 13, 2003, has been 
examined. 

Claims 1-27 are presented for examination. 

Information disclosed and listed on PTO 1449 has been considered. 

Claims 13-27 are rejected under 35 USC § 101. 

Claims 1-7, 13-27 are rejected under 35 USC § 102. 

Claims 8-12 are rejected under 35 USC § 103. 

Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 13-27 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

As per claims 13-19, the limitation "system" claimed as computer listings per se, 
i.e., the descriptions or expressions of the programs are not physical "things." They are 
neither computer components nor statutory processes, as they are not "acts" being 
performed. Such claimed computer programs do not define any structural and functional 
interrelationships between the computer program and other claimed elements of a 
computer which permit the computer program's functionality to be realized. 



Application/Control Number: 10/685,169 Page 3 

Art Unit: 2113 

As per claims 20-27, the limitation "program code" is directed to non-statutory 
subject matter. Computer programs claimed as computer listings per se, i.e., the 
descriptions or expressions of the programs are not physical "things." They are neither 
computer components nor statutory processes, as they are not "acts" being performed. 
Such claimed computer programs do not define any structural and functional 
interrelationships between the computer program and other claimed elements of a 
computer, which permit the computer program's functionality to be realized. 

In contrast, a claimed computer-readable medium encoded with a computer 
program is a computer element which defines structural and functional interrelationships 
between the computer program and the rest of the computer which permit the computer 
program's functionality to be realized, and is thus statutory. See Lowry, 32 F.3d at 1583- 
84, 32 USPQ2d at 1035. Accordingly, it is important to distinguish claims that define 
descriptive material per se from claims that define statutory inventions. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), 
by another filed in the United States before the invention by the applicant for patent or (2) a 
patent granted on an application for patent by another filed in the United States before the 
invention by the applicant for patent, except that an international application filed under the treaty 
defined in section 351(a) shall have the effects for purposes of this subsection of an application 
filed in the United States only if the international application designated the United States and 
was published under Article 21(2) of such treaty in the English language. 
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Claims 1-7, and 13-27 are rejected under 35 U.S.C. 102(e) as being anticipated 
by Robertson (U.S. Patent No. 6,697,967). 

As per claim 1 , Robertson discloses a method for recording a test script (Fig. 1) 
comprising: 

providing a user interface (Fig. 1, element 11) for entering data and triggering 
one or more operations to process the data (col. 7, lines 1-9) 

translating the data and/or operations to a business layer format (col. 7, lines 37- 

42) 

receiving results of the data and/or operations in a business layer format (col. 6, 
lines 5-9) 

storing the entered data, operations and/or results in the business layer format 
within a test script, the test script usable to test an instance of an application at a 
business layer of the application (col. 5, lines 30-53) and (Fig. 3). 

As per claim 2, Robertson discloses converting the business layer formatted 
data, operations and/or results into a location and/or language-neutral format prior to 
storing (col. 7, lines 37-42). 

As per claim 3, Robertson discloses the location and/or language-neutral format 
is based on a predefined XML schema (col. 7, lines 49-54). 
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As per claim 4, Robertson discloses providing the translated data and/or 
operations to a presentation layer, the presentation layer preparing the data and/or 
operations according to predefined presentation logic, generating the results of the data 
and/or operations, and providing the results to a user interface, the user interface 
displaying the results of the operations to a user (col. 5, lines 30-53). 

As per claim 5, Robertson discloses storing the entered data within a test data 
container (Fig. 4, element 44) rather than directly within the test script, the entered data 
accessible while testing the instance of the application via a command interface of the 
test script (col. 7, lines 37-42). 

As per claim 6, Robertson discloses the user interface comprises a 
browser, the method further comprising: initializing the browser with a uniform resource 
locator ("URL M ), the URL having a first component identifying an application from which 
the test script is to be recorded and a second component specifying parameters for 
recording of the test script (col. 7, lines 1-9). 

As per claim 7, Robertson discloses one of the parameters comprises a location 
where said test script is to be stored (col. 8, lines 8-21). 

As per claim 13, Robertson discloses a test system comprising: 
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a user interface (Fig. 1 , element 1 1) to receive data and an indication of one or 
more specified operations to process the data (col. 7, lines 1-9) 

a business layer to process the data according to the specified operations (col. 7, 
lines 37-42) and to generate results of the operations (col. 6, lines 5-9) 

a test application program to receive results of the data and/or operations 
in a business layer format and to transfer the data, operations and/or results of 
the data and operations to a test control program (col. 6, lines 5-9) 

a test script to store the entered data, operations and/or results in the business 
layer format, the test script usable to test an instance of an application within the 
business layer of the application (col. 5, lines 30-53) and (Fig. 3). 

As per claim 14, Robertson discloses a conversion module to convert the data, 
operations and/or results into a location and/or language-neutral format prior to storing 
(col. 7, lines 37-42). 

As per claim 15, Robertson discloses the location and/or language-neutral format 
is based on a predefined XML schema (col. 7, lines 49-54). 

As per claim 16, Robertson discloses a presentation layer to prepare the data 
and/or operations according to predefined presentation logic to display the data and/or 
operations within a graphical user interface (col. 5, lines 30-53). 
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As per claim 17, Robertson discloses a test data container (Fig. 4, element 44) to 
store the entered data, the entered data accessible while testing the instance of the 
application via a command interface of the test script (col. 7, lines 37-42). 

As per claim 18, Robertson discloses a browser initialized with a uniform 
resource locator ("URL"), the URL having a first component identifying an application 
from which the test script is to be recorded and a second component specifying 
parameters for recording of the test script (col. 7, lines 1-9). 

As per claim 19, Robertson discloses one of the parameters comprises a location 
on a network where said test script is to be stored (col. 8, lines 8-21). 

As per claim 20, Robertson discloses an article of manufacture including program 
code which, when executed by a processor, cause the processor to perform the 
operations of: 

providing a user interface (Fig. 1, element 11) for entering data and triggering 
one or more operations to process the data (col. 7, lines 1-9) 

translating the data and/or operations to a business layer format (col. 7, lines 37- 

42) 

receiving results of the data and/or operations in a business layer format (col. 6, 
lines 5-9) 
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storing the entered data, operations and/or results in the business layer format 
within a test script, the test script usable to test an instance of an application at the 
business layer of the application (col. 5, lines 30-53) and (Fig. 3). 

As per claim 21, Robertson discloses converting the data, operations and/or 
results into a location and/or language- neutral format prior to storing (col. 7, lines 37- 
42). 

As per claim 22, Robertson discloses the location and/or language-neutral format 
is based on a predefined XML schema (col. 7, lines 49-54). 

As per claim 23, Robertson discloses providing the translated data and/or 
operations to a presentation layer, the presentation layer preparing the data and/or 
operations according to predefined presentation logic, generating the results of the data 
and/or operations, and providing the results to a user interface, the user interface 
displaying the results of the operations to a user (col. 5, lines 30-53). 

As per claim 24, Robertson discloses storing the entered data within a test data 
container (Fig. 4, element 44), the entered data accessible while testing the instance of 
the application via a command interface of the test script (col. 7, lines 37-42). 
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As per claim 25, Robertson discloses the user interface comprises a browser to 
perform the operations of: initializing the browser with a uniform resource locator 
("URL"), the URL having a first component identifying an application from which the test 
script is to be recorded and a second component specifying parameters for recording of 
the test script (col. 7, lines 1-9). 

As per claim 26, Robertson discloses one of the parameters comprises a location 
on a network where said test script is to be stored (col. 8, lines 8-21). 

As per claim 27, Robertson discloses storing data related to the user interface, 
the data related to the user interface usable to perform checks on the presentation level 
data (col. 5, lines 35-44). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 
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2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 8-12 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Robertson (U.S. Patent No. 6,697,967) in view of Shupps et al. (U.S. PGPUB No. 
20020188890). 

As per claim 8, Robertson discloses a method for testing an application (Fig. 1) 
comprising: 

transmitting a series of business layer data and associated operations to an 
instance of a business layer of an application (Fig. 1 , element 11), the application 
processing the test data and associated operations (col. 7, lines 1-9) 

receiving business layer results of the associated operations (col. 6, lines 5-9) 

Robertson fails to explicitly disclose comparing results. 
Shupps teaches: 

comparing the business layer results to recorded business layer results to 
determine whether the application is functioning properly (page 11, paragraph [0145]). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention to use the method of testing software applications of Robertson's in 
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combination with the method of application testing of Shupps et al. to effectively perform 
software application tests. 

One of ordinary skill in the art at the time the invention would have been 
motivated to make the combination because Robertson discloses a the system 
comprises a set of servers and an httpd user interface, which communicate with each 
other in a standardized format, such as XML (Fig. 1). Shupps et al discloses a system 
and method for testing an application is applicable to web-enabled applications (page 3, 
paragraph [0058]) such as applications that can generate XML (page 4, paragraph 
[0074]). 

As per claim 9, Robertson discloses formatting the business layer data and/or 
associated operations in a location/language-neutral format prior to providing the 
business layer data to the instance of the business layer (col. 7, lines 37-42). 

As per claim 10, Robertson discloses the location/language-neutral format is 
defined by an XML schema (col. 7, lines 49-54). 

As per claim 1 1 , Robertson discloses formatting the business layer results in a 
location/language-neutral manner (col. 7, lines 37-42). 
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As per claim 12, Robertson discloses reading the series of business layer 
data and associated operations from a test script stored on a test workstation (col. 7, 
lines 1-9). 

Related Prior Art 

The following prior art is considered to be pertinent to applicant's invention, but 
nor relied upon for claim analysis conducted above. 

Muller et al. (U.S. PGPUB No. 20040044993), "Testing versions of applications". 

Gupta (U.S. PGPUB No. 20040205565), "XML based report generator". 

Boilen et al. (U.S. PGPUB No. 20040199818), "Automated testing of web 
services". 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Elmira Mehrmanesh whose telephone number is (571) 

272- 5531. The examiner can normally be reached on 8-5 M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Robert W. Beausoliel can be reached on (571) 272-3645. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 

273- 8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
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Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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